THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.
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Bef ore KRASS, BARRETT, and GROSS, Administrative Patent Judges.
GROSS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 10, 19 through 40, and 47.
Clainms 11 through 18 and 41 through 46 have been w t hdrawn
fromconsideration as directed to a non-el ected speci es.

Appel lants' invention relates to a rotary head type
magneti ¢ recordi ng/ reproduci ng apparatus with a dynamc

tracking system |In particular, the tracking systemdetects a
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relative position error signal of one magnetic head with
respect to one track, stores a control signal indicating the
anount of displacenent of an actuator corresponding to the one
magneti ¢ head, and drives a second actuator according to the
control signal to track a second head associated with the
second actuator. Clains 1 and 25 are illustrative of the
clainmed invention, and they read as foll ows:

1. A rotary head type magnetic recordi ng/reproduction
apparatus having a function of reproducing a main signal from
a plurality of tracks having a plurality of pilot signals of
different frequencies recorded to be superinposed sequentially
on the main signal for every other track, said rotary head
type magnetic recordi ng/ reproduction apparatus conpri sing:

a rotary drum

a plurality of actuators attached on a circunferenti al
face of said rotary drumw th a constant distance
t her ebet ween, each of said plurality of actuators being
di spl aceable in a track width direction;

a plurality of magnetic heads attached to said plurality
of actuators in a one-to-one correspondence;

means for detecting a relative position error signal of
one magnetic head out of said plurality of magnetic heads with
respect to one track out of said plurality of tracks according
to said pilot signal conponents included in a signal
reproduced from said one track by said one magneti c head;

first control neans for generating a control signal
i ndi cati ng an anmount of di spl acenent of one actuator
corresponding to said one magnetic head out of said plurality
of actuators, and for driving said one actuator so that the
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value of said relative position error signal approaches zero
by cl osed | oop control according to said detected rel ative
position error signal;

storage neans for tenporarily storing the control signal
and

driving control nmeans for driving another actuator out of
said plurality of actuators according to said stored control
signal, for tracking another head, operatively associated with
sai d anot her actuator, along a track.

25. A method for controlling the tracking of a plurality
of heads in a recording/reproduction apparatus, conprising the
steps of:

(a) providing relative novenent between a first head and
a first data track

(b) detecting a relative position error signal of the
first head with respect to the first data track

(c) generating a control signal for altering the
position of the first head so that the value of the relative
position error signal approaches zero;

(d) tenporarily storing the control signal for |ater use
in controlling a position of a second head;

(e) controlling the position of the second head in
accordance with the stored control signal

The prior art reference of record relied upon by the
exam ner in rejecting the appeal ed clains is:

Yamashit a 4,924, 325 May
08, 1990
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Clains 8 and 10 stand rejected under 35 U S.C. § 112,
first paragraph, as being non-enabled by the disclosure.

Cainms 1 through 7, 9, 19 through 40, and 47 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Appel lants' Admitted Prior Art in view of Yamashita.

Ref erence is nade to the Final Rejection (Paper No. 14,
mai | ed January 11, 1996) and the Exam ner's Answer (Paper No.
21, mail ed Decenber 11, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to appell ants’
Brief (Paper No. 20, filed Septenber 11, 1996) and Reply Bri ef
(Paper No. 22, filed February 11, 1997) for appellants
argunent s thereagai nst.

CPI NI ON

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will reverse the enablenent rejections of clains 8
and 10 and al so the obvi ousness rejection of clains 1 through
7, 9, 19 through 40, and 47.

The exam ner asserts (Final Rejection, page 5) that claim
8 is not enabled by the specification because "no elenents are
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provided to performthe ranp signal addi ng operations.
Applicant has not identified any block in Figure 9 as acting
as a ranp addi ng neans." The exam ner further states (Answer,
page 4) that it "is unclear how the staircase waveform
actually receives the ranp signal." The description nust
enabl e one skilled in the art to make and use the clai ned
invention, but "[a]n inventor need not, however, explain every
detail since he is speaking to those skilled in the art.” In
re Howarth, 654 F.2d 103, 105, 210 USPQ 689, 691 (CCPA 1981).
Furt hernore, one should not underestinmate the |evel of the

skilled arti san. See In re Sovish, 769 F.2d 738, 743, 226

USPQ 771, 774 (Fed. G r. 1985). As pointed out above, claim$8
is directed to the addition of a ranmp signal. The skilled
artisan clearly knows how to add signals. Accordingly, the
means for adding the ranp signal need not be disclosed.
Therefore, we cannot sustain the enabl enent rejection of claim

8.

Regardi ng cl ai m 10, the exam ner states (Final Rejection,

page 5) that
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[flor the offset conpensation limtations, applicant
argues that m croconputer 62 may be programmed to
carry out a process by which a rectangul ar wavef orm

is added to the control signal. This operation is
not depicted in Figure 9. It would not necessarily
be obvious to one of ordinary skill in [sic, the]
art.

The exam ner concludes that the specification fails to enable
claim10. 1In the Answer (page 4), the exam ner continues that
"the specification does not explain how the offset
conpensation signal is derived. The disclosure never

descri bes how the nmeasured val ue of page 17 is converted into
the offset of page 27." As pointed out by appellants (Brief,
page 17) the specification clearly indicates on page 28 that
the m croconputer may be programed to cal cul ate from

measur enents of height differences (described on page 17 of
the specification) the amount of offset for the rectangul ar
waveform shown in Figure 10(e). Although the specification
does not detail the particular calculation, we agree with
appel l ants that such would be well within the | evel of one of
ordinary skill in the pertinent art. Again, one should not
underestimate the |level of the skilled artisan. See id.
Accordi ngly, we cannot sustain the enabl ement rejection of

cl ai m 10.
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As to the obviousness rejection, in a rejection under
35 US.C. 8 103, it is incunbent upon the exam ner to
est abl i sh
a factual basis to support the | egal conclusion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988). 1In so doing, the examner is
required to provide a reason from sone teaching, suggestion or
inplication in the prior art as a whole, or know edge
generally available to one of ordinary skill in the art, why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art to arrive at the clai ned

i nventi on. Uniroval, Inc. v. Rudkin-W]ley, 837 F.2d 1044,

1052, 5 USPRd 1434, 1438 (Fed. Cr. 1988), cert. denied, 488

U S. 825 (1988). These showi ngs by the exam ner are an
essential part of conplying with the burden of presenting a

prima facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr. 1992).

Claims 1 through 7, 9, 19 through 40, and 47 all require
storing a control signal indicating the anmount of displacenent
of one actuator of a magnetic recording/reproduction apparatus
and driving a second actuator according to the stored signal.
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In rejecting the clains over Appellants' Admtted Prior Art
(AAPA) in view of Yamashita under 35 U.S.C. § 103, the
exam ner recognizes (Final Rejection, page 6) that AAPA does
not store the actuator control signals. Therefore, the
exam ner turns to Figure 7 of Yamashita, asserting that DA
converter 35 receives a signal fromRAMs 44 and 45. Fromthis
t he exam ner concl udes (Final Rejection, page 7) that
it would have been obvi ous to one having ordinary
skill in the art to have applied Yamashita's
teachings to AAPA. The notivation for this
nmodi ficati on woul d have been to adapt the cl osed
| oop AAPA operation to a plurality of actuators. As
stated by Yanmashita on |ines 60-64 of colum 2, this
conbi nation would record signals with high fidelity,
maxi m ze read back output, and increase tol erance
for slight differences in conponents.
However, the exam ner has not provided a reason from sonme
t eachi ng, suggestion or inplication in Yamashita or the prior
art as a whole why one having ordinary skill in the pertinent
art would have been led to nodify AAPA to arrive at the
cl ai med i nventi on.
As expl ai ned by appellants (Brief, pages 20-21) Yanashita
is directed to obtaining an ideal supply voltage signal which
will yield the maxi mum reproduction output for a single head.

Yamashita determ nes the best supply voltage signal by

8



Appeal No. 1997-4446
Appl i cation No. 08/278, 151

repeatedly applying a supply vol tage signal from nenory,
controlling the head position, obtaining a new tracking error
signal, and storing the inproved supply voltage signal unti
t he process converges to a tracking error shift of zero. Wen
the ideal supply voltage signal is found, it is witten in the
ROM of the device. Yanashita does not utilize a supply
vol t age signal obtained for one head for driving a second
head. The portion of colum 2 of Yamashita referenced by the
exam ner as a notivation to conbine is directed to reasons for
determ ning an appropriate signal for a single head, but not
for applying the obtained signal to a second head. Therefore,
Yamashi ta cannot suggest nodi fying AAPA to use the control
signal obtained for a first actuator to drive a second
act uat or.

The exam ner argues (Answer page 4) that

the skilled artisan would | ook to Yamashita because

t he AAPA cl osed | oop control systemis expensive.

By applying an open | oop system as taught by

Yamashita to a second head, using the accurate

cl osed | oop signals fromthe first head, provided by

AAPA, the overall system would have reduced cost

conpared to AAPA with two cl osed | oops for two
heads.
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However, there is no teaching or suggestion in the art to use
the cl osed | oop of AAPA and apply the resultant control signal
to a second head. Yanashita nmakes no reference to the

rel ati onship between two actuators or heads during operation
of a magnetic recording reproduction apparatus. Yamashita
nerely teaches a converging process for determ ning a supply
vol tage signal for a single head during manufacture. Thus,
the exam ner's notivation for nodifying AAPAto arrive at the
clainmed invention clearly is not suggested by the prior art,
but rather nust cone from appellants' own di scl osure.

"Qbvi ousness may not be established using hindsight or in view
of the teachings or suggestions of the inventor." Para-

O dnance Mg.., Inc. v. SGS Inporters Int’'l, Inc., 73 F.3d

1085, 37 USPQRd 1237, 1241 (Fed. Cir. 1995), citing WL. Core

& Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1551, 1553,
220 USPQ 303, 311, 312-13 (Fed. Gr. 1983). Accordingly, the

exam ner has failed to establish a prima facie case of

obvi ousness, and we cannot sustain the obviousness rejection
of claims 1 through 7, 9, 19 through 40, and 47.

CONCLUSI ON
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The decision of the exam ner rejecting clains 8 and 10
under 35 U.S.C. 8§ 112, first paragraph, is reversed. The
deci sion of the exam ner rejecting clainms 1 through 7, 9, 19
t hrough 40, and 47 under 35 U. S.C. 8 103 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANl TA PELLMAN GROSS
Adm ni strative Patent Judge
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